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DETAILED ACTION 



1. This action is responsive to communications: The Application filed on 04/1 1/01 and the 
IDS filed on 06/26/01. 



2. Claims 1-28 are pending in the case. Claims 1, 18, and 24 are independent claims. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

4. Claims 1-17 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-17 of copending 
Application No. 09/829951. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because, while the instant application does not teach 
seamlessly integrating the information, it would have been obvious to one or ordinary skill in the 
art at the time of the invention to have seamlessly integrated the information, because it was 
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notoriously well known in the art that seamlessly integrating information in web documents 
provided a better look and feel to the document viewing entity. 

5. This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Claim Rejections - 35 JJSC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-11, 17-27 are rejected under 35 U.S.C. 102(e) as being anticipated by Brown et 
al (US: 6,336,1 16 01/01/02). 

-In regard to independent claim 1 , Brown teaches a hosted application service 
comprising: 

providing an instruction (code)(columns 2 & 10, lines 25-28 & 10-32) to be embedded in a 
customer document (Fig. 8: 61) wherein said instruction retrieves hosted service information 
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from an application service provider system (column 2, lines 29-42) (Fig. 9) and integrates said 
information into said customer document at a user location (Fig. 8: 61 & 12A-C), 

-In regard to dependent claim 2, Brown teaches wherein said document does not reside 
on said application server (column 2, lines 9-15). 

-In regard to dependent claim 3, Brown teaches wherein said application service provider 
includes a server (column 14-18)(Fig. 9: 66 & 4), HTML web page document (columns 8 & 10, 
lines 3-5 & 10-32), and a user web browser (column 8, lines 3-8). 

-In regard to dependent claim 4, Brown teaches wherein said instruction retrieves hosted 
application service information by initiating a service resource request (search query) from said 
provider server (column 2, lines 29-42). 

-In regard to dependent claim 5, Brown teaches wherein said instruction further directs 
dynamic information (search query & provider identifier information)(column 2, lines 30-36) to 
be passed to said application service provider server during said resource request (column 2, 
lines 30-36). 

-In regard to dependent claim 6, Brown teaches wherein said dynamic information was 
passed to said application service provider using a query string (column 2, lines 32-36). 



Application/Control Number: 09/829,952 Page 5 

Art Unit: 2178 

-In regard to dependent claim 7, Brown teaches wherein said dynamic information was 
passed to said application service provider using a cookie (equivalent to passing the provider 
identifier and user query to the application service provider)(column 2, lines 33-36). 

-In regard to dependent claim 8, Brown teaches wherein said hosted application service 
information (documents and URL's) was determined in response to said dynamic information 
(column 2, lines 36-42). 

-In regard to dependent claim 9, Brown teaches wherein said application service 
information comprises a link (documents or URL's to documents)(column 2, lines 36-42) to a 
document residing on said customer server. 

-In regard to dependent claim 10, Brown teaches wherein said link was coded so as to 
preserve dynamic information by including the provider identifier (column 2, lines 34-40). 

-In regard to dependent claim 11, Brown teaches wherein said link was coded so as to 
preserve information using session variables by including the session variable provider identifier 
(column 2, lines 34-40). 

-In regard to dependent claim 17, Brown teaches wherein said hosted application service 
information comprises a second instruction that retrieves new hosted service information (a 
second hosted search) from an application service providers server and integrates said new 
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information into said customer document (Fig. 
lines 67 & 1-2). 
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12A: 89) at said user location (columns 9 & 10, 



-In regard to independent claim 18, Brown teaches a business method providing: 
providing an administrative interface via a computer network (Fig. 6A-1-2 & Fig. 6B-1-2); 
providing, via said administrative interface, an instruction (code) to be embedded 
in a customer document (column 2, lines 25-28), and 

providing a hosted service (site-specific searching) in response to said instruction (column 2, 
lines 10-15). 

-In regard to dependent claim 19, Brown teaches wherein said instruction (code)(column 
2, lines 25-28) retrieves hosted service information (search capabilities) from an application 
service provider server (host computer system)(Fig. 9: 66) and integrates said information into 
said customer document at the user location (Fig. 8: 61). 

-In regard to dependent claim 20, Brown teaches the interface (Fig. 6A-1 & 6A-2) 
comprises tools adapted to customize the appearance of said information within said customer 
document by limiting the scope of the search and indexing of the registered documents (Fig. 6B- 
1 & 6B-2) as well as providing the instruction to be embedded at any user location in the 
customer document (columns 2 & 10, lines 25-28 & 132)(Fig. 7 & 8: 61). 
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-In regard to dependent claim 21, Brown teaches wherein said interface comprises a 
customer account enrollment form (column 6, lines 14-21)(Fig. 6A-1 & 6A-2). 

-In regard to dependent claim 22, Brown teaches wherein said hosted application service 
comprises a hosted site search engine (column 2, lines 10-15)(Fig. 8: 61). 

-In regard to dependent claim 23, Brown teaches wherein said business method further 
comprises the step of providing a robot to index a customer web site (columns 2 and 6, lines 21- 
24 & 55-58)(Fig. 3: 35). 

-In regard to independent claim 24, Brown teaches a business method comprising: 
providing, upon request of a user for a web page (column 8, lines 3-8), hosted application service 
information from a remote location (column 2, lines 10-15), said information being integrated 
into a customer document at a user location (column 2, lines 25-28) such that it appears to the 
user that the information came from a network document of said customer (column 2, 29- 
42)(Fig. 8: 61 & 12A-C). 

-In regard to dependent claim 25, Brown teaches providing, via an interface (Fig. 6A-1-2 
& 6B-1-2), an instruction (code) (columns 2 & 10, lines 25-28 & 10-32) to be embedded in a 
customer document (Fig. 8:61) wherein said instruction retrieves hosted service information 
from an application service provider server by initiating a service resource request (column 2, 
lines 29-42) from said application service provider (host computer)(column 2, lines 10-15). 
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In regard to dependent claim 26, Brown teaches wherein said document is an HTML web 
page (columns 8 & 10, lines 3-5 & 10-32) that does not reside on the application service provider 
server (column 2, lines 10-12) and said user location comprises a browser (column 8, lines 3-8). 

In regard to dependent claim 27, Brown teaches wherein said instruction directs dynamic 
information (user query and provider identifier) to be passed to said application service provider 
during said resource request (column 2, lines 32-39) and said hosted application service 
information was determined in response to said dynamic information (column 2, lines 39-43). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S. C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 12-16 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brown et al (US: 6,336,1 16 01/01/02). 

-In regard to dependent claim 12, Brown teaches wherein the provider identifier 
preserved the session information in the form of a web cookie (column 2, lines 33-36) as taught 
above in claims 7 and 1 1 . Web cookies are well known in the art to provide data persistent 
session variables such as a user profile or preferences between a user's browser and a web 
server. Brown does not teach wherein said link was coded to preserve information using the data 
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persistence technique of URL munging. It would have been obvious to one of ordinary skill in 
the art at the time of the invention for Brown to have used URL munging to preserve session 
information, because URL/URI munging, the well known process of storing session identifiers 
and user variables as part of a web site's URL, would have reduced the notoriously well known 
privacy and security concerns regarding the cookie data in Brown. Said concerns, which could 
result in some web site users disabling cookies on their browsers and disabling the search 
capabilities in the process, would thus be averted. 

-In regard to dependent claim 13, Brown teaches where said instruction was an HTML 
tag (column 10, lines 10-32). 

-In regard to dependent claim 14, Brown teaches wherein the service resource was code 
(column 10, lines 10-32). Brown does not teach wherein said service resource was a JavaScript 
file. It would have been obvious to one of ordinary skill in the art at the time of the invention for 
the service resource of Brown to have been a JavaScript file, because it was notoriously well 
known in the art that JavaScript was a quicker and simpler language for enhancing Web pages 
and servers, wherein JavaScript is embedded as a small program (code) in a web page that was 
interpreted and executed by the Web client to provide increased functionality, which in the case 
of Brown was the hosted site search engine. 
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-In regard to dependent claims 15 and 16, Brown teaches wherein said link was a text 
input (Fig. 8: 61) HTML form (column 10, lines 10-32) for a search engine (column 8, lines 9- 
ll)(Fig. 8: 61) 

-In regard to dependent claim 28, Brown teaches wherein said HTML page (columns 8 & 
10, lines 3-5 & 10-32) comprises a link to a document residing on a customer server (column 2, 
lines 36-42) and said link is coded to preserve dynamic information using the provider identifier 
as a cookie. Web cookies are well known in the art to provide data persistent session variables 
such as a user profile or preferences between a user's browser and a web server. As discussed 
above in claim 12, Brown does not teach wherein said link was coded to preserve information 
using the data persistence technique of URL munging. It would have been obvious to one of 
ordinary skill in the art at the time of the invention for Brown to have used URL munging to 
preserve session information, because URL/URI munging, the well known process of storing 
session identifiers and user variables as part of a web site's URL, would have reduced the 
notoriously well known privacy and security concerns regarding the cookie data in Brown. Said 
concerns, which could result in some web site users disabling cookies on their browsers and 
disabling the search capabilities in the process, would thus be averted. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Google's, "Google's Custom WebSearch," 11/09/00, pp. 1-3, 

http://web.archive.org/web/20001 1 0905 4600/http://www.googlexom/services/custom. html 
Picosearch's, "Search Hosting Service," 03/01/00, pp. 1-4, 
http://web.archive.org/web/20000303035644/www. picosearch.com/whatis. html & 
http://web.archive.org/web/20000303062513/www.picosearch.com/whatpeoplesay.html 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam L Basehoar whose telephone number is (703) 305-7212. 
The examiner can normally be reached on M-F: 7:30am - 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on (703) 308-5186. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



ALB 



STEPHEN S. HONG 
PRIMARY EXAMINER 




